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DETAILED ACTION 

Response to Restriction 

1. Receipt is acknowledged of the Response to Restriction filed 1 1 May 2004. 

Election/Restrictions 

2. During a telephone conversation with Mr. Dippert on 11 August 2004 a provisional 
election was made without traverse to prosecute the invention of Group I, claims 139-167, 188- 
198, 203-205, 235-251 and 262-279. Affirmation of this election must be made by applicant in 
replying to this Office action. Claims 168-187, 199-202, 206-234 and 252-261 are withdrawn 
from fiirther consideration by the examiner, 37 CFR 1.1 42(b), as being drawn to a non-elected 
invention. 

3. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
appUcation. Any amendment of inventorship must be accompanied by a request under 37 CFR 
1.48(b) and by the fee required under 37 CFR 1.17(i). 

Claim Objections 

4. Claims 204-205, 251 and 265 are objected to because of the following informalities: 

Re claim 204, line 1 : Substitute "detector comprises a SAW" with - detectors comprise a 
surface acoustic wave (SAW) 

Re claim 205, line 1: Substitute "detector comprises" with ~ detectors comprise — . 
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Re claim 251, line 2: Substitute "card" with ~ smart card 
Re claim 251, line 2: Substitute "telephones" with - telephone 
Re claim 265, line 2: Delete "is". 
Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

6. Claims 139, 142-143, 145-150, 157-161 and 166-167 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Carroll et al (US 5,517,194). 

Re claims 139, 142-143, 145-150, 157-161 and 166-167: Carroll et al discloses a 
transponder 40, which serves as a smart card comprising: a memory 48 for storing information; 
at least one transmitting or receiving antenna 42, and a low frequency circuit 72 for handling 
information associated with the antenna 42 and the memory 48, which information is modulated 
at a modulation frequency of between 5 kHz and 100 kHz (e.g., 62.5 kHz) (see fig. 3; col. 13, 
lines 4+ and col. 15, lines 54-67); wherein the at least one antenna comprises a combined 
antenna for both reception and transmission (fig. 3); wherein the at least one anterma 42 
comprises an array anterma (fig. 3); wherein the at least one antenna comprises an RF antenna 
(fig. 3; col. 12, lines 20+); a processor 10 for processing the information; wherein the processor 
10 generates a response to an interrogation of the smart card 40 (col. 20, line 44 through col. 21, 
line 13); wherein the memory comprises a long-term memory, a temporary memory; wherein the 
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modulation frequency is less than 80 kHz (e.g., 62.5 kHz); wherein the modulation frequency is 
over 17 kHz (e.g., 62.5 kHz); wherein the at least one antenna comprises a piezoelectric antenna 
(e.g., having RF+ terminal and RF- terminal, which transmitting power/voltage signals) (see fig. 
3; col. 12, lines 1+); wherein the smart card 40 implements a two-way communication protocol 
(e.g., the transponder 40 transmits/receives data signals to/from the controller 10); wherein the 
protocol comprises an error correction protocol (e.g., to make changes) (col. 19, line 60 through 
col. 20, line 13). 

7. Claims 139 and 150-153 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Gunnarsson (US 5,552,790). 

Re claims 139 and 150-153: Gunnarsson discloses a transponder 5, which serves as a 
smart card comprising: a memory 8 for storing information; at least one transmitting or receiving 
antenna 6, and a low jfrequency circuit 9 for handling information associated with the antenna 6 
and the memory 8, which information is modulated at a modulation frequency of between 5 kHz 
and 100 kHz (e.g., 32.8 kHz), which is less than 80 kHz, 60kHz, 50kHz, 40kHz (see fig. 1; col. 
6, lines 16-26). 

8. Claims 188-189 are rejected under 35 U.S.C. 102(b) as being anticipated by Nitta (US 
4,851,654). 

Re claims 188-189: Nitta discloses a IC/smart card comprising a memory 27; a speech 
input circuit (e.g., microphone 9) for entering information into the memory 27; an external 
communication link (e.g., antenna [29, 33]) for communicating information to or from the 
memory 27 (fig. 2; col. 2, line 15 through col. 3, line 34); wherein the communication link 
comprises an acoustic communication link and wherein the speech sounds are inputted using the 
acoustic link (col. 3, lines 8-34). 
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9. Claims 190-198 are rejected under 35 U.S.C. 102(b) as being anticipated by Nerlikar (US 
5,629,981). 

Re claims 190-198: Nerlikar discloses a PCMCIA card, which serves as a smart card 
comprising a memory [308, 310]; an extemal communication hnk (e.g., antenna 306) for 
communicating information to or from the memory 308; and a biometric data acquisition circuit, 
for acquiring biometric data wherein the circuit shares an input transducer with the 
communication link 306 (figs. 3a and 3b; col. 7, Unes 6-27). 

10. Claims 235-242 are rejected under 35 U.S.C. 102(b) as being anticipated by Yokoyama et 
al (US 4,942,534). 

Re claims 235-242: Yokoyama et al discloses a smart card 100 comprising a first 
separable part 112 including at least a memory 131 (figs. 2 A and 3); a second separable part 111 
comprising at least a holding element for holding the first part 112 (figs. 2B and 2B) and an 
electronic circuit associated with an operation of the first part 112 (fig. 3); wherein the electronic 
circuit comprises a power source, which is a battery 117 (fig. 2B; col 4, lines 24-44); wherein 
the electronic circuit comprises a receiver 116 for transmitted power (col. 4, lines 24-44); 
wherein the electronic circuit comprises an amplifier (figs. 2B-4; col. 5, lines 18-42); wherein the 
electronic circuit comprises an antenna [118, 119]; wherein the first part 1 12 is an independently 
operable smart card (i.e., the IC card 112 includes CPU, EEPROM, ROM, RAM, input port, 
output port, etc.; thus the IC card 112 can be used independently in a contact manner); wherein 
the first part 112 requires the electrical circuit (i.e., of the second part 111) to operate in a 
contactless manner. 

11. Claims 268-270, 272 and 276 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Pavlov (US 4,614,861). 
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Re claims 268-270, 272 and 276: Pavlov discloses a unitary self-contained card 10, 
which serves as a smart card comprising a memory (fig. 5; col. 10, lines 8-56); an input/output 
port 36, which serves as a communication link for transmitting or receiving information from the 
memory; a controllable pattern display having at least two states, a first state indicating that the 
smart card 10 is valid (e.g., displaying processing data), a second state indicating the smart card 
10 is invalid, wherein the second state does not draw current (e.g., power down) (fig. 7; col. 11, 
line 50 through col. 12, line 28); wherein the smart card 10 locks in the second state (i.e., in the 
second state, the card is power down, and thus the card is locked from operation); a circuitry (fig. 
16) for switching states of the pattem display to the second state (i.e., when a message is 
displayed on display 14 indicating the card is invalid, the switch 56 closes, which changing the 
card into the second state (e.g., power down)) (fig. 6; col. 11, lines 25+); the invalid-indicating 
pattem in the second state is perceptible by a human viewer (e.g., when a message is displayed 
on display 14 indicating the card is invalid before the power is down) (fig. 6; col. 11, lines 25+). 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an appUcation for patent by another filed in the United 
States before the invention thereof by the appHcant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
do not apply when the reference is a U.S. patent resulting directly or indirectly fi*om an 
international application filed before November 29, 2000. Therefore, the prior art date of the 
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reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AIPA 
35U.S.C. 102(e)). 

12. Claims 139-141, 143-144 and 162-165 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Yokota et al (US 5,914,980). 

Re claims 139-141, 143-144 and 162-165: Yokota et al discloses a wireless card 400, 
which serves as a smart card comprising: a memory 410 for storing information; at least one 
transmission antenna 404 and a reception antenna 401, and a low frequency circuit 405 for 
handling information associated with the antenna 401 and the memory, which information is 
modulated at a modulation frequency of between 5 kHz and 100 kHz (see fig. 1; col. 4, lines 25- 
47 and col. 11, lines 4+ and lines 41+); wherein the at least one antenna [401, 404] comprises an 
array antenna (figs. 6 & 7); wherein the at least one antenna comprises an acoustic antenna (e.g., 
performs radio communication) (col. 11, line 53 through col. 12, line 3); a high frequency circuit 
for modulating information at higher than 200kHz, 1 MHz (col. 9, lines 1-29 and col. 11, hnes 
23+); wherein the high frequency modulated information is transmitted/received using an RF 
circuit [404, 401]. 

13. Claims 262-263 and 267 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Pitroda (US 5,884,271). 

Re claims 262-263 and 267: Pitroda discloses a universal electronic transaction (UET) 
card, which serves as a smart card comprising a communication link (e.g., CIU) with a computer 
(col. 10, lines 4+); an authentication circuit for authenticating a transaction (col. 14, lines 40+); a 
display that displays pertinent information regarding the transaction for visual verification by the 
customer (fig. 16; col. 14, lines 45-50); a memory for storing a record of acceptance of the 
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transaction by a user of the smart card UET (figs. 3 and 18; col. 1 1, lines 30-47 and col. 14, lines 
61-67). 

Claim Rejections - 35 USC § 103 

14. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

15. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

16. Claims 154-156 are rejected under 35 U.S.C. 103(a) as being impatentable over 
Gunnarsson. The teachings of Gunnarsson have been discussed above. 

Re claims 154-156: Gunnarsson have been discussed above but fail to teach or fairly 
suggest that the modulation frequency is less than 30Khz, 25kHz and 21kHz, respectively. 

It would have been obvious to an artisan of ordinary skill in the art at the time the 
invention was made to modify the low frequency circuit of Gunnarsson to modulate in the low 
frequency regime as set forth in the above claims in order to provide Gunnarsson with a 
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transponder system that which would require less power generation (i.e., less power 
consumption) due to the fact that less power generation within the transponder system would 
perverse and prevent the electronic components form going defective. Furthermore, such 
modification would have been an obvious engineering variation, well within the ordinary skill in 
the art, for the designer of the system to select the specific frequency ranges to meet his/her 
optimal fimctioning system. 

17. Claims 203 and 205 are rejected under 35 U.S.C, 103(a) as being unpatentable over 
Nerlikar in view of Mainguet (US 6,289,114). The teachings of Nerlikar have been discussed 
above. 

Re claims 203 and 205, Nerlikar discloses a PC card, which serves as a smart card 
comprising a memory [308, 310]; an extemal communication link (e.g., antenna 306) for 
transmitting information from the card responsive to information in the memory (fig. 3A; col. 7, 
lines 7-27); an optional analog pressure detector (col. 4, lines 40+). 

Nerlikar fails to teach or fairly suggest an array of pressure detectors for determining 
spatial positions of pressure changes on the array, wherein the array detectors comprises an array 
of individual electrified piezoelectric elements. 

Mainguet teaches a matrix array of pressure sensors/detectors for detecting pressure of a 
finger pressing on a sensor 10 (fig. 2; col. 4, lines 36-52), wherein the array detectors comprise 
an array of individual electrified piezoelectric elements (col. 4, lines 4-52). 

It would have been obvious to an artisan of ordinary skill in the art at the time the 
invention was made to incorporate the teachings of Mainguet into the system as taught by 
Nerlikar in order to provide Nerlikar with a time consumption system which displays an instant 
image of fingerprint patterns of the finger pressing on the sensor due to electric signals produced 
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by measuring variation of charges generated in the different piezoelectric elements of the matrix 
array. 

18. Claim 204 is rejected under 35 U.S.C. 103(a) as being unpatentable over Nerlikar as 
modified by Mainguet as applied to claim 203 above, and further in view of Bauerschmidt (US 
6,014,083). The teachings of Nerlikar as modified by Mainguet have been discussed above. 

Re claim 204, Nerlikar/Mainguet have been discussed above but fail to teach or fairly 
suggest that the array detectors comprise a surface acoustic wave (SAW) detector. 

Bauerschmidt teaches a SAW sensor for detection of pressure waves (col. 1, lines 32-35; 
col. 4, lines 27-30 and col. 5, lines 45-48). 

It would have been obvious to an artisan of ordinary skill in the art at the time the 
invention was made to incorporate a SAW sensor for detecting of pressure waves as taught by 
Bauerschmidt into the system of Nerlikar/Mainguet in order to provide Nerlikar/Mainguet a 
capability of measuring of any types of pressure that applied to the card. Furthermore, such 
modification would provide Nerlikar/Mainguet with a compact system because SAW sensors are 
particularly small which occupy less space, and therefore an obvious expedient. 

19. Claims 243, 245-249 and 251 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Moon et al (US 6,21 1,858) in view of Prasad et al (US 6,237,026). 

Re claims 243, 245-249 and 251: Moon et al discloses a portable intelligent device 10, 
which serves as a smart card comprising a speaker 22 (fig. 1); a communication link suitable for 
communication with a computer (lines 44+ and 60+); a circuitry for presenting information from 
the communication link over the speaker 22 as speech (col. 3, lines 40+); a telephone handset 
circuitry 20 (fig. 1), thus the link is an acoustic link; the speaker forms a part of the acoustic link 
(fig. 1); acoustic help-file viewing circuitry (fig. 3); wherein the acoustic link is operative to use 
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office equipment as a base station from receiving the information, wherein the office equipment 
comprises telephone and wherein the card communicates using a speaker of the telephone and 
the speaker 22 of the smart card 10 (i.e., the smart card/ portable inteUigent device 10 includes a 
telephone land-line connector (fig. 1; col. 3, lines 47+) and a telephone handset 20 having a 
speaker 22, and thus portable intelligent device 10 can be used as a conventional telephone. It 
would have been obvious that portable intelligent device 10 is operable to commimicate with any 
conventional telephone having a speaker, including office telephone/equipment). 

Moon et al fails to teach or fairly suggest that the commimication link is a medium range 
of over 0.5 meters. 

Prasad et al teaches a network system using a medium range communication link having 
a range up to 600 feet (col. 3, lines 35-45). 

It would have been obvious to an artisan of ordinary skill in the art at the time the 
invention was made to incorporate the teachings of Prasad et al into the system as taught by 
Moon et al because such modification would have been an obvious engineering variation, well 
within the ordinary skill in the art, for an advanced system that allows users to access the system 
from as far as 600 feet away from the base station, and thus serving more people and preventing 
the base station from being crowed. 

20. Claims 244 and 250 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Moon et al as modified by Prasad et al as applied to claim 243 above, and fiirther in view of 
Weatherill (US 5,881,149). The teachings of Moon et al as modified by Prasad et al have been 
discussed above. 
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Re claims 244 and 250: Moon et al/Prasad et al have been discussed above but fail to 
teach or fairly suggest that the smart card comprising a pager circuitry, the office equipment 
comprises computers with soimd system designed for music. 

Weatherill teaches a communication device 102, v^hich serves as a smart card can be 
used as a pager (col. 3, lines 60+ and col. 7, lines 47+); a computer (fig. 16) with sound system 
designed for music (col. 3, lines 30-38 and col. 17, lines 8+). 

It would have been obvious to an artisan of ordinary skill in the art at the time the 
invention was made to incorporate the teachings of Weatherill into the system as taught by Moon 
et al/Prasad et al in order to provide Moon et al/Prasad et al with a universal system wherein the 
communication device can be used as a pager, a mobile telephone, a personal digital assistance, 
etc., and thus the user does not have to carry multiple devices and does not have to concern about 
forgetting one or another before leaving the house/office/etc. Furthermore, such modification 
would provide the user with an entertainment system (i.e., operable to play music). 
21. Claims 264-266 are rejected imder 35 U.S.C. 103(a) as being unpatentable over Pitroda in 
view of Blinn et al (US 6,058,373). The teachings of Pitroda have been discussed above. 

Re claims 264-266: Pitroda have been discussed above but fail to teach or fairly suggest 
that the display comprises an acoustic display; the pertinent information comprises an 
identification of a vendor with whom the transaction being made; the pertinent information 
comprises an identification of goods being the subject of the transaction. 

Blinn et al teaches a display comprises an acoustic display for displaying audio, video 
information, etc. (col. 9, lines 55-60); wherein the information comprises an identification of a 
vendor (e.g.. Adventure Works) and an identification of goods being purchased (e.g., AW06- 
029-00, which is Sahara) (figs. 4-6). 
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It would have been obvious to an artisan of ordinary skill in the art at the time the 
invention was made to incorporate the teachings of the teachings of Blinn et al into the system as 
taught by Pitroda in order to provide user with flexibility to review information in various forms 
(e.g., text, graphic images, visual images, audio, video, etc.). Furthermore, such modification 
would provide the user with the ability to view details product and its price that he/she is about to 
purchase and the total amount of his/her order before authorizing a transaction, preventing 
overpaying or purchasing unwanted products. 

22. Claims 271 and 273-275 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Pavlov in view of Kelsey (US 5,907,142). The teachings of Pavlov have been discussed above. 

Re claims 271 and 273-275: Pavlov has been discussed above and further discloses a 
circuitry (fig. 6) for receiving a command over the link to switch states (e.g., on/off switch 
[54/56] (figs. 1 and 4)); wherein the command is verified using encryption (col. 7, lines 1-33 and 
col. 13, lines 11-17). 

Pavlov fails to teach or fairly suggest that the pattem display changes to the second state 
over time unless otherwise activated; the circuitry comprises a delay circuit for delaying the 
changing for a period of time. 

Kelsey teaches a microprocessor 24 includes an optional timer, which serves as a delay 
circuit, which automatically deactivates the transaction card 12 after a specific period of time 
(col. 5, lines 17+). 

It would have been obvious to an artisan of ordinary skill in the art at the time the 
invention was made to incorporate the teachings of Kelsey into the system as taught by Pavlov in 
order to provide Pavlov with a more secure system wherein the card is prevented fi-om being 
accessed by an unauthorized personnel in the event the cardholder forgets to deactivate the card 
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(i.e., leaving the card in an activated mode/state), and thus the user does not have to concern 
about fraudulent use of the card in the event of lost/stolen. 

23. Claim 277 is rejected under 35 U.S.C. 103(a) as being unpatentable over Gunnarsson in 
view of Rodal et al (US 5,467,095). The teachings of Gunnarsson have been discussed above. 

Re claim 277: Gunnarsson have been discussed above but fail to teach or fairly suggest 
that the antenna radiates or receives far field radiation. 

Rodal et al teaches the antenna 14 radiates or receives far field radiation (col. 6, hnes 1- 

5). 

It would have been obvious to an artisan of ordinary skill in the art at the time the 
invention was made to incorporate the teachings of Rodal et al into the system as taught by 
Gunnarsson in order to provide Gunnarsson with capability of interrogation in a broader range 
(e.g., larger area), and thus providing a more feasible system wherein the number of interrogators 
required in a certain area is reduced. 

24. Claim 278 is rejected under 35 U.S.C. 103(a) as being unpatentable over Gunnarsson in 
view of Cole et al (US 5,523,749). The teachings of Gunnarsson have been discussed above. 

Re claim 278: Gimnarsson have been discussed above but fail to teach or fairly suggest 
that the card transmits information without a carrier wave. 

Cole et al teaches a code generation circuit of a label/card transmits a reply signal to a 
receiver antenna without carrier wave (col. 1, line 56-59). 

It would have been obvious to an artisan of ordinary skill in the art at the time the 
invention was made to incorporate the teachings of Cole et al into the system as taught by 
Gunnarsson in order to preserve the electronic components of the system, and thus prevents the 
electronic components from going defective. Furthermore, such modification would provide 
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Gunnarsson with a capability of controlling the radiated signal for secure purpose, and therefore 
an obvious expedient. 

Remarks 

25. It has been noted by the Examiner that U.S. Patent No. 5,815,020 and 4,978,840 
references were cited as "X" reference in the PCT/IL99/00525 dated 12 February 2000. 

26. Claim 279 depends on a non-elected independent claim 168; therefore, claim 279 is 
withdrawn from further consideration by the examiner. 

Conclusion 

27. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

The patents to Kelly et al (US 6,010,074); Hayashi et al (US 6,194,993); Kreft (US 
5,376,778); Azima (US 6,389,935); Gildea et al (US 5,861,841); Allen et al (US 5,815,020); 
Mongeon et al (US 4,818,855); Gullman et al (US 5,280,527); Oyama (US 4,641,374); Stamm 
(US 4,353,064); Turner et al (US 5,793,305); Ogasawara (US 6,513,015); Lane (US 5,623,552); 
Beard (US 6,292,437); Reyes (US 5,818,030); Kelly et al (US 6,097,292); Saitoh et al (US 
6,570,490); Nagata et al (US 4,677,657); Anegawa (US 4,978,840); Eastmond et al (US 
6,22,880); Nemirofsky et al (US 5,880,769); Nakajima et al (US 6,556,768); Hamamoto (US 
6,559,755); Fujioka (US 5,698,836); Fujioka (US 5,719,387); Makino (US 5,640,003); Yokota et 
al (US 5,847,662); Robson (US 5,638,450) are cited as of interest and illustrate to a similar 
structure of a card for interaction with a computer. 
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28. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Uyen-Chau N. Le whose telephone number is 571-272-2397. 
The examiner can normally be reached on Mon, Wed. and Fri. 5:30AM-6:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, MICHAEL G LEE can be reached on 571-272-2398. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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